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DETAILED ACTION 
Claim Objections 

1. Claims 16 & 34 are objected to because of the following informalities: there is no 
antecedent basis for "said first position." Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5, 14-15, & 40 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Ciullo et al. (U.S. Patent No. 6,148,086, hereafter '086). 

Claim 1 : '086 teaches an apparatus for processing a first digital signal that is 
arranged in a digital music format, and includes information including at least the sound 
from one vocalist and musical accompaniment (see abstract; see also column 1, lines 8- 
13), the apparatus comprising: a source input receptor operable to receive said first 
digital signal (see Fig. 7, where digital audio stream 706 is inputted to DSP 707); a user 
input receptor operable to receive a user's first microphone input (see microphone in 
Figure 7); a first analog-to-digital converter (704) adapted to operate on said first 
microphone input (701) and to output a second digital signal (706); a first digital 
processor (707) adapted to operate on said first digital signal (706) to reduce audibility 
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of said vocalist and to output a first-modified digital signal (709); a second digital 
processor (703) arranged in-circuit as a mixer to combine said second digital signal and 
said first-modified digital signal effective to form a left-out channel, and a right-out 
channel; and a digital-to-analog converter (703) adapted to operate on said left-out 
channel and said right-out channel to form a stereo analog output signal (210, 710) from 
said apparatus; and a volume control operable on said stereo analog output signal to 
effect an audible volume when said stereo analog output signal is applied to a playback 
device (column 10, lines 7-12). 

Claim 2: '086 teaches the apparatus of claim 1, further comprising: a user 
operable control effective to select a notch frequency range in which reduction of 
audibility is performed by said first digital processor (column 7, lines 55-58). 

Claim 3: '086 teaches the apparatus of claim 1 , further comprising: a user 
operable control effective on said first digital processor to select an amount of reduction 
in audibility of said vocalist (column 10, lines 7-12). 

Claim 4: '086 teaches an apparatus for processing a first analog signal that 
carries information including at least the sound from one vocalist and musical 
accompaniment in a left channel and a right channel (401), the apparatus comprising: a 
source input receptor (703) operable to receive said first analog signal; a user input 
receptor operable to receive a user's analog input (microphone of Fig. 7); a first analog- 
to-digital converter (703) adapted to operate on said first analog signal and to output a 
first digital signal (705); a first signal processor adapted to operate on said first digital 
signal effective to output information corresponding at least to left-in, right-in, and 
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center-in (voice) channels (707); a second analog-to-digital converter (704) adapted to 
operate on said user's analog input and to output a second digital signal (706); a second 
signal processor operable as a reducer and arranged to operate on at least a portion of 
said center-in channel to reduce audibility of said vocalist and to output a center-out 
channel (Fig. 4); a third signal processor (203, 209) arranged in-circuit as a mixer to 
combine said second digital signal, said center-out channel, and said left-in channel to 
form a left-out channel, and to combine said second digital signal, said center-out 
channel, and said right-in channel to form a right-out channel; and a digital-to-analog 
converter (703) adapted to operate on said left-out and right-out channels to form a 
stereo analog output signal from said apparatus. 

Claim 5: '086 teaches the apparatus of claim 4, wherein: said first signal 
processor comprises a digital signal processor (707) adapted to output a signal (709) in 
a digital music format. 

Claim 14: '086 teaches an apparatus (Figs. 2, 7) for converting a multichannel 
output signal from a music source (401), which signal includes an original lead singer's 
voice and musical accompaniment, into an input (710) that can be applied to a playback 
device to form audible musical accompaniment for a Karaoke singer, the apparatus 
comprising: a first connector adapted to receive said output signal as a first apparatus 
input signal (703); a second connector adapted to receive a second apparatus input 
signal from a user's first microphone (704); first circuitry (Figs. 2, 7) adapted at a first 
configuration to: compare left channel and right channel information carried by said first 
apparatus input signal and to extract center channel information from said left channel 
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and said right channel to form a first modified left channel, a center channel, and a first 
modified right channel (see Fig. 4); process said center channel effective to reduce 
audibility of said original lead singer's voice in a resulting processed signal (707); mix 
said second apparatus input signal with said processed signal and said first modified left 
channel to form a second modified left channel output; and mix said second apparatus 
input signal with said processed signal and said first modified fight channel to form a 
second modified right channel output (203); an electrical power source adapted to 
energize said first circuitry (since '086 uses electronics, this is necessarily a part of the 
teaching of '086); a third connector (output of 209) adapted to transmit an apparatus 
output signal (210), comprising said second modified left channel output and said 
second modified right channel output, to a playback device (210); and a volume control 
operable on said apparatus output signal to effect an audible volume when said 
apparatus output signal is applied to said playback device (column 10, lines 7-12). 

Claim 15: '086 teaches the apparatus of claim 14, wherein: said first circuitry 
comprises an analog vocal fader circuit (203). 

Claim 40: '086 teaches a method for converting an output from a conventional 
multichannel music source (401), which output carries information including an original 
lead singer's voice and musical accompaniment, into substantially real-time musical 
accompaniment for a Karaoke singer, the process comprising the steps of: a) providing 
a Karaoke ripping device (Figs. 2, 7); b) inputting said output from said music source as 
a first input signal to said device (401); c) comparing left channel and right channel 
information carried by said first input signal to determine a center channel (Fig. 4); d) 
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extracting said center channel from said left channel and said right channel to form a 
center channel, a modified left channel, and a modified right channel (column 7, lines 
39-60; (406, 412, 413)); e) processing said center channel to reduce audible presence 
of said original singer's voice in a processed signal (column 9, lines 42-65); and f) 
outputting a combination of said modified left channel, said modified right channel, and 
said processed signal as an output signal (column 10, lines 41-44). 

4. Claims 32-33 are rejected under 35 U.S.C. 102(b) as being anticipated by Ng 
(U.S. Patent No. 6,328,570, hereafter '570). 

Claim 32: '570 teaches a portable apparatus (Figs 1A, 1B) embodied in a 
hand-held form factor and operable to output an electric signal that is playable through a 
playback device to create accompaniment for a Karaoke singer (top right of Fig. 3), the 
apparatus comprising: a housing (Figs. 1A, 1B) adapted to hold a motherboard (Fig. 2; 
column 4, lines 17-27), carrying first circuitry (see figure), and a power source adapted 
to enable operation of said first circuitry (155), said housing being arranged to provide 
external access to one or more connectors comprising a first connector configured to - 
transmit an apparatus output signal (140, 142) and a second connector configured to 
receive a microphone input (144); and a volume control operable to change a strength 
of said apparatus output signal (120; column 3, lines 25-34); wherein: said first circuitry 
is operable to process a music input signal from a music source (microphones 
surrounding a band, for instance, playing along with internally stored music), said music 
input signal comprising a lead singer and musical accompaniment, to reduce audible 
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presence, when played through said playback device, of said lead singer in said 
apparatus output signal (by reducing the volume of the output of the device, one would 
necessarily reduce the audible presence of the lead singer). 

Claim 33: '570 teaches the apparatus of claim 32, wherein said music source 
comprises a storage medium (220; column 4, lines 55-64) carried in said housing. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 16 & 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
'086. 

Claim 16: '086 teaches the apparatus of claim 14, but does not explicitly 
teach a multiway switch comprising: an off position operable electrically to decouple 
said power source from said first circuitry; a play-through position operable to place said 
first circuitry into a second configuration operable to permit playback of an apparatus 
output signal comprising said first input signal; and a first vocal fade position operable to 
place said first circuitry into said first position. However, '086 points out that a prior art 
device has a discrete on/off switch that turns off when the karaoke singer stops singing 
in order to be able to turn the devices on and off (column 2, lines 13-32). '086 also 
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teaches that the prior art device included a partnering function that would play 
background music while a karaoke singer sang and both background music and original 
vocals while the karaoke singer wasn't singing in order to make karaoke more 
accessible to novices (column 1, lines 58-67; column 2, lines 1-8). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
included these prior art attributes in the invention of '086 in order to have allowed users 
to have turned the device on and off, to have made karaoke more accessible to novices, 
and to have allowed users to decide whether they preferred traditional vocal partnering 
or the new method disclosed in '086 of combining the original vocals with the karaoke 
singer's vocals. 

Claim 27: '086 does not explicitly teach a multiway switch that comprises a 
second vocal fade position operable to configure said apparatus to produce a first 
output comprising unmodified playback from said music source for audible perception 
by said user, and a second output comprising said audible musical accompaniment; 
however, '086 does teach that in its preferred mode, the device will play the original 
music and vocals alongside the karaoke singer's vocals (column 9, lines 52-67 & 
column 10, lines 1-10). '086 also teaches that the original music comprises the 
instrumental accompaniment (column 1, lines 15-26). Since the device uses a stereo 
output (210), it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used two speakers, which would result in there being one 
output that is playing the original music and vocals while the karaoke singer sings, and 
one speaker which outputs the same thing, which comprises the instrumental 
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accompaniment, in order to have been able to have utilized the stereo output of the 
device in Fig. 2. 

7. Claims 6-9, 11-13, 17-21, 23-26, 28-29, 31, 34-37, & 39 are rejected under 35 
U.S.C. 103(a) as being unpatentable over '086 in view of '570. 

Claim 6: '086 teaches the apparatus of claim 4, but does not teach that it 
can be embodied in a hand-held device adapted to generate one or more outputs. '570 
teaches that making karaoke units portable makes them more useful to users (column 
1, lines 31-37) and that having multiple output ports allows a portable device to be 
coupled to external devices (column 3, lines 54-65). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have made the device 
hand-held to have made it more useful to users and to have included multiple outputs in 
order to allow it to be coupled to external devices. 

Claim 7: '570 teaches that using an expansion structure (130) adapted to 
receive an add-on card (135) and an add-on card (135) structured for reception in said 
expansion structure and operable to add a component to an electrical path through said 
apparatus in order to allow users to have extra storage space for song data, audio data, 
etc. (column 3, lines 35-53). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to have used the expansion structure and add-on 
card of '570 with '086 in order to have allowed users to have extra storage space for 
song data, audio data, etc. 
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Claims 8-9: '570 teaches that the add-on card is programmable (column 5, lines 
11-12) and that it can contain programs or games (column 4, lines 41-43). Thus, the 
card is capable of comprising software that would interact with the processor (210) in 
order to have implemented a digital signal processor to reduce audibility of said singer's 
voice or to have produced vocal effects in an output similar to those produced by effects 
processor (250) of '570. Additionally, since the add-on card is merely an extension of 
the on-board memory (220), it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to have used the add-on card to have allowed for 
other types of extensions to the device, such as additional processors, memory, etc. 

Claims 11-13: '570 teaches that add-on cards can be used to allow for 
extensions of devices, as described in rejections of claims 8-9 above, and in 
combination with the fact that the device of '570 already has multiple microphone inputs 
(144), multiple audio outputs (140, 142), and both internal (110) and external (see 
abstract) displays, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have allowed for extensions of these on add-on cards. 

Claims 17-19, 21, & 23-24: See claims 7-9 and 11-13 above. Regarding claim 18, 
since the add-on card of '570 is intended to interface with the electronics of the main 
device, it would have to have a jumper of some sort in order to function. Regarding 
claim 24, a volume control can be found in-circuit in '570 (120; column 3, lines 25-34). 

Claim 20: '570 teaches that music data may be stored in compressed format, 
such as MIDI or LZW (column 2, lines 2-5). 

Claim 25: See claim 6 above. 
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Claim 26: Since the device described in '570 is portable, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
made the device less than about 6 inches high, less than about 4 inches wide, and less 
than about 2 inches thick. Additionally, in Gardner v. TEC Systems, Inc., 725 F.2d 1338, 
220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the 
Federal Circuit held that, where the only difference between the prior art and the claims 
was a recitation of relative dimensions of the claimed device and a device having the 
claimed relative dimensions would not perform differently than the prior art device, the 
claimed device was not patentably distinct from the prior art device. 

Claims 28-29: '570 teaches that the processor included is programmable 
(column 2, lines 6-10). '086 teaches that it is desirable to be able to adjust the volume 
and operating frequency range of the lead singer's voice (column 10, lines 7-10; column 
7, lines 55-58). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have allowed the processors of '086 to be programmed by 
end users in order to permit them to adjust the volume and operating frequency range of 
the lead singer's voice. 

Claim 31 : '570 teaches that the add-on card can be connected to a computer 
in order to allow data to be downloaded from the Internet to the cartridge (Fig. 4; column 
5, lines 25-35). 

Claim 34: See claim 16 above. 

Claims 35-37 & 39: See claims 7, 8, 18, and 1 1 above. 
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8. Claims 10, 22, 30, & 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable oyer '086 and '570 as applied to claims 7, 17, and 35 above, and further in 
view of Sherman etal. (U.S. Patent Application Publication 2002/0051119, hereafter 
'119). 

'086 and '570 teach all the limitations of claims 7, 17, and 35, but do not explicitly 
teach that the add-on card can comprise a nonvolatile memory adapted for record and 
playback of an output signal. '119 teaches that karaoke performances can be recorded 
in order to allow users to distribute them to friends and others [0023]. As a result, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have used the nonvolatile memory embodied on the cartridge of '570 to have 
recorded karaoke performance output from the device of '086. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Millikin whose telephone number is 571-270- 
1265. The examiner can normally be reached on M-R 7:30-5 and 7:30-4 Alternating 
Fridays (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lincoln Donovan can be reached on 571-272-1988. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





